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275 Middlefield Road 
Menio Park, CA 94025-3506 
Main (650) 324-7000 
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Facsimile Transmittal RECEJVIO 

JUN 2 4 2004 



QFFIC 



To: 

Telephone: 

From: 
Telephone: 
Direct Fax: 

No* of Pages: 
Date: 



Examiner Marvich, USPTO 



Cheryl Rogers 
650-324-7124 
650-324-0638 

1 5 (including cover) 
June 24, 2004 



Fax: 



703/872-9306 



39753.0021 



Message: 

Dear Examiner Marvich, 

Per your request of yesterday, I have enclosed with this facsimile the following documents: 
From Application Serial No. 09/875,305 (our docket number 39753-002 1C3): 

1 . Copy of returned date-stamped postcard; 

2. Copy of Transmittal; and 

3. Copy of Request for 3-month EOT. 

From new continuation Application Serial No. 10/805,994: 

1 . Copy of returned date-stamped postcard; 

2. Copy of Utility Application Transmittal; 

3. Copy of Fee transmittal; 

4. Copy of Information Disclosure Statement; and 

5. Copy of Preliminary Amendment, 

Since this new avvlication is a continuation of 09/875 JOS, we have not included copies of 
the patent application* drawings* assisnment, or DEC/POA. 

If you have any questions or require additional information, please contact me. 



The information contained in this communication is intended only for the use of the addressee and may be confidential, may be attorney-client 
privileged and may constitute inside information. Unauthorized use, disclosure or copying is strictly prohibited, and may be unlawful. If you have 
receivoi this communication in error or you have not received all pages, please call the sender immediately at (650) 324-7000. 

Heilor Ehrman Whfte & McAuJiffe LLP www.hewni.com 



San Francisco Silicon Valley Los Angeles San Diego SoattJe 
Hong Kong Baljlng Singapore Afffllaled Offices: Milan Paris Rama 



Portland 



Anchorage New York Washington, D.C. 
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THE UNITED STATES PATENT AND TRADEMARK OFFICE 
ACKNOWLEDGMENT AND RECEIPT FOR FILING 



Applicant: 
Filing Date: 
Title: 



DZAU, et al. Serial No. 09/875,305 

June 5, 2001 Examiner Marvich, Maria 

THERAPEUTIC USE OF CIS-ELEMENT DECOYS IN 
VIVO 



^ Transmittal; 

13 Request for 3-montb Exlension of Time t&^'-^; and 
^ Aulhorizalion to charge Deposit Acct. N<>"0S-1 641 in the amount of 
$475 for 3-monlh Extension of Time r\\m^t^c. 



Attorney Docket No.: 39753-002IC3 ' 

Date: May 20, 2004 

GRD/car 

VIA EXPRESS MAIL NO. EL. 993 688 346 US 
RECEIVED BY THE UNITED STATES PATENT OFFICE 
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IN THE tJMTED STATES PATENT AND TRADEMARK OTFICE 

Victor J. Dzau, et al. Docket No.: 39753-0021 C3 

09/875,305 Group Art Unit: 1636' 

June 5, 2001 Examiner: Marvich, Maria 



Applicant: Victor J. Uzau, et al. i^ockcixnu.. oyi^^ ^ 

Serial No.: 
Filing Dat^: 

For: THERAPEUTIC USE OF aS-ELEMENT DECOYS IN VTVO 



Cotnmissioiier for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



TRANSMITTAL 



^ Transmitted herewith are the following documerits: 

(1) Transmittal; 

(2) Petition for Extension of Time; and 

(3) Authorization to charge Deposit Account No. 08-l|64 1 in the amount of $475 for 3-month 
Extension of Time to file. 

^ The Commissioner is authorized to charge any required fees, or credit any overpayment to 
Deposit Account No. 08-1 641 (Atty. Docket No. 39753-0021 C3). 

^ Attached 4s a postcard for date-stamped return as confimiation of receipt of these materials, 

Respectfully submitted, ij 

Date: May 20, 2004 &<^fkA^ Z^dda^ 

Daphne Reddy 0 
Reg. No. 53,507 

HEIXER EHRMAN WHITE & MCAULIFFE LLP 
Customer No. 25213 
275 Middlefield Road 
MenloPark,CA 94025 

Telephone: (650) 324-7000 ' 
Facsimile: (650) 324-0638 



CERTIFICATE OF MAILING (37 CFR lAO{a)) 



CERTIFICATE OF MAILING BY "EXPRESS MAIL" - Rule 1 0: I hereby certify that this correspondence is being deposited 
on May 20. 2004 with the U.S. Postal Service "Express Mail Post Office to Addressee" under 37 CF'R 1 . 1 0 as Express IVIail No. 
EL 993 68*8 346 US addressed to: Commissioner for PatentSp PXD. Box 1 450, Alexandria, VA 223 1 3-1 450. 

Date: May 20. 2004 
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THK UNITED STATES PA-nSKT AND TRADEMARK OFFICE 
ACKNOWLEDGMENT AND RECEIPT FOR FILING 



Applicant: 
Filing Date; 
Title: 



lEl 
SI 

El 

Ei 
ISI 
El 



VICTOR J. DXAXJ Serial No, Not Assigned 

May 20, 2004 Examiner Not AsslSned 

THERAPEUTIC USE OF CIS-ELEMENT DECOYS IN 
VIVO 

Utility tninstniltal; 
Fee traDjmiital; 

2 1 pages of SpectficalioR, ctsiim & itbstract; 
5 sheets of inromial drawings; 

Reqaesl to Use Compuler Readable Sequence Listing w/3 pages of 
Sequence LisKng; 

Copy of DEC/POA fturapaTCut appHcalion; 
Copy of Recorded Assignment from parent application; 
JOS/) 449 (4 pages); 
Preliminary Arncndment; atid 

Aulharizaiion to clnr^ Deposit Acct, No. 08- 164 1 in tl*e amouiU of 
S385.0O for new application filing fee. 



Attorney Docket No.: 39753-0021 
Date: May 20, 2004 , . 
DRG/car 

VIA EXPRESS MAIL NO, EL 977 677 438 US 
RECEIVED BY THE UNITEO STATES PATENT OFFICE 



22278 U.S. PTO 

10/850994 



liiinH 

052C>O4 

REaEiVED 

JUN .0 2 2004 



H.El^y.M.liJp 
I 
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PTO/SB/05 (01-04) 
Approv«dlofU3C through 07/31/200B.OMB.0651-0032 
U.S. Patent and Trademark Offfcs. U .S. DEPARTMEWT OF COMMERCE 



1 Inder the Paoerwoilc Reduction Act of 1995. no persons are regmrflo m i^- 


pond lo a colldctton of fnforma 


tionitniM^ ft diji^avs a valid OMBconlrol number. 


f UTILITY 

PATENT APPLICATION 
TRANSMITTAL 

^ (Onty lor new nonprxrvtsfon^/ appAcatfons under 37 CFR 1.63(b)} 


Attorney Docket No, 


39753-0021 C4 ^ 


First Inventor 


VICTOR J. DZAU 


TitiB 


THERAPEUTIC USE OF OS-ELEMENT 
OKOVS Its! VIVO 


Express Mali Label No. 


EL977 6T7 438US J 


APPLICATION ELEMENTS 

See MPBP chapter 600 concerning tHHity pstsnt applfcsUon contents. 


ADDRESS TO: S^tct^T'"' 

Ateundrla VA 22313-1450 



1.0 



Fee Transmittal Form (e.g., PTO/SB/1 7) 
(SubmH an original and a duplfcBte for feo processing} 
Applicant daims small entity status. 
See 37 CFR 1.27. — . 

Specification [Total Pages «V| ] 

(preferwd arrangemeni set forth tetow) 

- Descriptive lltte of the Invention 

- Cf09s Refefor>ca to Related Appllcattons 

- Statement Regarding Fed spon3ored R&D 

- Reference to eoquenoe listing, a labia, 
or a compirter program listing appendix 

- Background of the Invention 

- Brief Summary of the Invention 

- Brief Deocriptton of the Drawings (ifmed) 

- Detailed Description 

- CJainr\<s) 

- Abstract of the Disclosure 

4. H Drawing(s) {35 U,S.C, 113) [Total Sheets 5 . ) 

5 Oath or Declaration [Toiel Sheets 3 ] 

a. □ Newly executed (original or copy) 

b. [3 Copy from a prior application (37 CFR 1.63<d)) 

(for contin ua tion/divlslonai with Box 18 cotnpfeled) 

i.ri nPA ETION O F tNVENTORfS) 

Signed statement attached deledr^g tnventofts) 
name ^ the prior application, see 37 CFR 
1.e3(dX2) end 1.33(b). 

5, □ Application Data Sheet. See 37 CFR 1.76 



7 . □ CD-ROM or CD-R h duplicate, large table or 

Computer Program (Appencf/x) 
6 . Nucleotide and/or Amino AcW S equence Submission 
(if a pplica ble, alt nec^SBf^) 

a. lD Computer Readable Form (CRF) 

b. Specification SequencDe Listing on: 
). CID CD-ROM or CD-R (2 copies); or 
IL GZI Paper 

[Z3 Statenrientaverifytng Identity of above «iples 



ACCOMPANYING APRLICATION PARTS 



Assignment Pafwre {cover sheet 8^ documenl(5)) 
10. □ 37 CFR 3.73(b) Statement Q Powerof 
_j (whon there Is artdssfgn&e) Attorney 

1 1 . L_J English Translation Docu ment (tf app iicable) 

12. |V] Infoimatlon CMsdosurB ■ [_J Copies of IDS 

Statement (IDSyPTO-1449 Citations 

1 3. Q Preliminary Amendment 

14. Return Receipt Postcaid (MPEP 503) 
~i {Should be specm^iy it&mized) 

15. □ Certified Copy ol Priority Document(s)_ 
(if foreign priority fs daim^d) 

16. □ Nonpublication Request under 35 U.S.C 122 

{b)(2)(B)(1). Applteanlmust attach form PTO/SB/35 
__ or Its equivalefit 

17. LJ Other: 



18 tf a CONTINUING APPLICATION, check eppropriate box, and supply the requisite lnformatfoftt>6towencf in the first sentence of the 
specification foitowing the title, or in an Application Data Sheet under 37 CFR 1. 76: 09/875 305 

□ Dtvifiional □ Continuatlon-lrvpart (CIP) of prior application No.: Filedc. 4 une -5, -204)1 



El Continuation 
PfiorapplicaUon Infonnation: 



t=T&min6r MARVICH , MARIA 



Art Una: 



1636 



For CONTINUATION OR DIVISIONAL APRS only; The entire disclosure of the prior application, from whichanoath or declaration is supplied undar Bo 
5b, i* considered a part of the disclosure of the accompanying continuation or divisional application andtehanby Incorporated byr«far6nce. 
Th« incorporation C4 " ' " . — * i**- *i ■ .-.^ *■ 



I be relied upon when a portion hftsbaan Inadvertently omitted from the »ubmltlBdap;dlc«tion parts. 



19. CORRESPONDENCE ADDRESS 



O Correspondence address below 




collection of Information is requiroB^ by 37 CFR 1.63(b). The Intormation is required to oblain or reteln e bensfl by the public wtiich Is to file (and by the 
USPTO to pix>cofi3) an application. Confidentiallly Is governed by 36 U.S.C. 122 and 37 CFR 1.1^4. This coHedlon Is estimated to take 12 minutes to complete, 
including gatherinfl. preparing^ and submitting the completed apjjIicaUon form to the USPTO. Time will vary depending upon the Indtviduat case. Any comn^nls 
on the amount of Hmo you require to complete this form andia suggestions for redudng this burdon, should be cerl to tho Chief information Officer, U.S. Patent 
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS- SEND TO: IMail Stop Potent Application. COfwnisslQnvr for Patents, P.O. Box 1450, AJexandria,VA 2231 3-1 450. 

If you need assistance m comptoting ttiG form, call 1'd00-PTO-9199 and setedqp&n 2. 



PAGE 6/15 * RCVD AT 6/24/2004 3:32:28 PM [Eastern Daylight Time] - SVR:USPTO-EFXRF-1/12 • DNIS:8729306 " CSID: * DURATION (mm-ss):05-22 



06 /24/200 4 11:36 FAX 



(a007 



PTOySQ/17(10-03) 
Apptwadtaf thfougn 07/31/2006. 0MB 0651-0032 
U.S. Patent and TrademaritOBice; Cl-S. DEPARTMENT OF cioMMERCE 



nr fH^f the PapefWQfk Reduction Act of 1995. no persons are rean imH to respond tn a mHection of InTormaHcn .mlP« it dtsotavs a valid OMB pontrol number 



FEE TRANSMITTAL 
for FY 2004 

Effective 10i01f2003. Patent fees are suiyect annuai revision. 



[✓] Applicant claims emati entity status. Se^ 37 CFR 1^7 



TOTAL AMOUMT OF PAYMENT 



($) 385 



Complete ifK^own 



AppUcatlon Number 



Filing Date 



First Named Inventor 



Examiner Name 



Art Unit 



Attorney Dcx;ket No. 



NcrtAsstgr->ed 



O5/2(y04 - 



VICTOR J\ DZAU 



NotAsslgg^qd 



The Director Is authorized to: (check all thotBppty) 
3chargefije<s) indica!ed below |3 Credit any overpayments 
3 Charge any additional fee{s) or any underpayment of fee(5) 
^ClrioTje f*e(3) Irtdicated below, oxcept for the filing fw 
Id the above*ld&nUfied d&poslt accoiint. 



METHOD OF PAYMENT (check ali that apply) 



P Check □ Credit card Q Mor^y Q other Q^one 
!✓] Deposit Account: 



Deposit 
Account 
Number 
Deposit 
Account 
Name 



08-1641 (39753-0021 C4) 



HELLER EHRMAN WHITE & McAULIFFE LLP 



FEE CALCULATION 



I.BASIC FILING FEE 
Large Entity Small Entity 



F ee Fee 

1001 rro 

1002 340 

1003 530 

1004 770 
1006 160 



Fac Fee 

Code (IT 

2001 365 

2002 170 

2003 255 

2004 385 

2005 SO 



Fee Pegcriptlon 

Utility filing tee 
^ Design filing fee 
Plant filing fee 
Reissue flling fee 
Provisional filing fee 



Fee Paid 



385 



SUBTOTAL (1) I ($) 385" 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Foe from 
Ext ra Claim s below Fe^ Paid 

Total Ctalme I I 
Independent | ] 

Claims I 1 

Multiple Dependent 




Laroe EntMv i 


Small Entltv 


Fee Fee 
Code (f) 


Fee Pea 
Code 1$) 


1202 IB 


2202 9 


1201 66 


2201 43 


1203 290 


2203 145 


1204 66 


2204 43 


1205 16 


2205 9 



Fee Description 

Claims In excess of 20 

Independent cteinns in excess of 3 

Muhlple dependent claim. If not paid 

*^ Reissue independent dafma 
over original patent 

** Reissue claims fn excess of 20 
and over original patent 



SUBTOTAL (2) 



-0- 



*^or^numl>er prBvtously paidt if greater; For R&lssuos ^ see abow 



FEE CALCULATIptM (continued) 



3. ADDITIONAL FEES 



Large Entltv 



Fee Fee 
coae ($) 

t05l 130 

1052 50 

1053 130 
iei2 2^520 
ie04 920* 

1B05 1,840* 

1251 110 

1252 420 

1253 950 

1254 1,460 

1255 2,010 
1401 330 
1-402 330 
1403 290 

1451 1.510 

1452 110 

1453 1,330 

1501 1,330 

1502 460 
640 
130 

50 
180 
40 
770 



Fee 
Code 



1503 
1460 
1607 
1806 
8021 
1803 



1610 770 



1601 
1802 



770 
900 



Small Emltv 



FeeDsdcriptlon 



fgg Paid 



2051 65 SurchargQ* late dins fee or oath 

2052 25 Surcharge -late proN^isional Sling fee Of 
cover sheet 

1053 130 Non-Englfah specification 

1812 2,520 For filing B request for ©X parte reexamination 

1804 920* Requesting pubfication o1 SIR prior to 
Exa miner adon 

1B05 1.64OT RoquestlnopubScationofSIRafter 
' Examiner adiwi 

2251 55 Extertelon for reply \A/ithin first month 

2252 210 Extension (or reply ^*within second month 

2253 475 Extension tor icpy wthin third niMnlh 

2254 740 Exterisicn br reply >A/ithln fourth month 

2255 1,005 Extension fof reply within fifth month 

2401 165 Notice of Appeal 

2402 165 Filing s brtaflir supC=>ort of an appaal 

2403 145 Request for aralhosfc ring 

1451 1,510 Petitior tolratayte ^ public use proceeding 
55 Petition to revive - unavotdeble 
665 Petition to revive - i-inintenOonal 
66S Utility issue bs (or reissue) 
240 Design Isftift fee 
320 Plant Issue (H 
130 Petititxistoihe Commissioner 

50 Processfeig reft under 37 CFR 1.1 7(q) 
180 Submts&lon of Information Disdosure Stmt 



2452 
2453 
2501 
2502 
2503 
1460 
1807 
1806 
8021 
2809 

2810 

2601 
1802 



^ Recording atdi patient assignment per 

prppertv (iimes rwrri tsef Of properties) 
365 Rling a stAoibsior* aflar final rejection 
(37 CFRUiSia)) 

385 ForeachaddilHnat invention to be 
examined CFR 1.129(b)) 

385 Request ferCcntir>ued Examination (ROE) 

900 Request lor axpecti ted examinsUon 
of a design tppllcat ion 



Other fee (specify) _ 



^Reduced by Basic Rling Fee Paid sUStTOTAL (3) |($) *0' 



SUpMtTTED BY 



Wa/ne (Prin^/Type) 



Signature 



GINGg^R. DREGER 



IRegistfatfon No. I •s^ ni^i; 



(Complete (ff appticobh}} 



X&iephQne (650)324-7000 



p^fe I MAY 20, 2004 



WARfNlN'iX: Information on this fonn may become public. Credit card Irrfomtatlon should not 
be Included on this form. Provide credit card Iriformatlon and authorization on VTO^2038. 

This collocllon of Infbrmaiion is required by 37 CFR 1.17 and Ml. The information Is required to obtain or ratanatwn^ fit by the public which Is lo file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This coUectionls estimated to teke 12 minuiee to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depmi&g up^on the fndividual case. Any comments on 
the omoont of time you naquire to complete thte form and/or suggestions for reducing this burcfon. should be cenl to (he Chief Information Officer. (j-S. Patent and 
Trademark Office. U.S. Department of Commence. P.O. Box 1450. Alexandria. VA 22313-1450. DO NOT S&IOFEE^ OR COMPI.ETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, P.O. Box 1450, Alskondria, VA Z2313-1430. 

« * „^ . ™ sssistancG in comotettna the lorm. cat! 1-800-PT0-91 99 and sot&ci opNbn 3. 
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JUN 2 4 2004 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



ySpplicants: 
Serial No: 



Dzau et al. 



Unassigned (continuation of 
Application Serial No. 
09/875,305) 



Group Art 
Unit: 



Docket No: 



39753-0021 C4 
Unassigned (parent | 

application Art Unit: 1636) - 




Filed: 



May 20, 2004 



Examiner: 



Unassigned (parent 

application Examiner: Maria 
Marvicli) 



For: THERAPEUTIC USE OF CIS-ELEMENT DECOYS IN VIVO 
Express Mail No, EL 977 677 438 US 
Mailing Date: May 20, 2004 



Mail Stop: Patent Application 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

The present Preliminary Amendment is filed concurrently with the filing 
of a continuation of application Serial No. 09/875.305 filed on June 5. 2001 . 

Amendments to the Specification begin on page 2 of this paper. 

Amendments to the Claims begin on page 3 of this paper. 

Remarks/Arguments begin on 4 of this paper. 
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PRELIMINARY AMENDMENT 



1 



Prelinninary Artie ndrnent 
AppMcation Serial No. : Unassigned 
(Continuation of Application Serial No. 09/875,305) 



Attorno/s Docket No. 39753-0021 C4 



